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DETAILED ACTION 

1 . This final Office action is responsive to Applicant's amendment filed October 3, 
2005. 

Claims 21, 29, 37, 45, 53, and 61 have been amended. 
Claims 21-68 are presented for examination. 

2. The previously pending rejection under 35 U.S.C. § 101 Is withdrawn In response 
to Applicant's persuasive arguments. 

Terminal Disclaimer 

3. The terminal disclaimers filed on October 3, 2005 disclaiming the terminal portion 
of any patent granted on this application which would extend beyond the expiration date 
of U.S. Patent Nos. 6,202,052 and 6,697,787 have been reviewed and are accepted, 
thereby obviating the Double Patenting rejections. The temninal disclaimer has been 
recorded. 

Response to Arguments 

4. Applicant's arguments filed October 3, 2005 have been fully considered but they 
are not persuasive. 

In reference to the rejection under 35 U.S.C. § 1 12, 1®* paragraph. Applicant 
argues that a person skilled in the art would recognize that "the electronic intermediary 
connects electronically to a tax data provider using at least one electronic link, and then. 
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once connected, collects electronically tax data held by the tax data provider pertaining 
to the particular taxpayer" (Page 15 of Applicant's response) The Examiner 
understands that the specification provides support for the electronic transmission of 
data; however, much of Applicant's disagreement with the art rejection lies in the 
assertion that the prior art involves some form of manual intervention to facilitate the 
electronic transmission. Therefore, the Examiner has raised questions about the 
intended scope of Applicant's disclosed and claimed invention. Applicant has yet to 
answer these questions. For example, does Applicant's invention report the actual 
image data or an OCR version of the contents of an entire W-2, 1098, or 1099 form or 
merely any data that would typically be found on each of the respective forms and used 
for tax rejDOrting purposes? Once the tax data is received electronically from a tax data 
provider, how does the means for preparing electronically an electronic return know how 
to manipulate such data to perform the proper calculations necessary to complete the 
electronic tax return? 

Applicant argues that support for the limitation "wherein said taxpayer specific tax 
data corresponds to at least one item of tax liability reported on at least one of an 
Internal Revenue Service ("IRS") form, a state form, a local form, and a foreign tax form" 
(claim 24) is found on page 4, lines 14-19 (page 16 of Applicant's response). It should 
be noted that page 4, lines 14-19 of the specification is part of the background of the 
invention; therefore, It is not clear that the background information was meant to be 
incorporated into Applicant's intended invention at the time of Applicant's earliest 
effective filing date. Furthermore, Applicant's cited excerpt specifically references IRS 
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Forms W-2, IRS Forms 1099, and IRS Forms 1098. The scope of claim 24 is broader 
than that disclosed in the cited excerpt and it is not clear that Applicant had possession 
of such expanded breadth of the invention at the time of the earliest effective filing date 
nor are the limitations are claim 24 completely inherent to Applicant's original 
disclosure. 

The Applicant disagrees with the Examiner's interpretation of the "claim scope as 
embodying any means/method for transferring data typically gleaned from a W-2, 1099, 
and 1098 form, in any format (and not necessarily inclusive of all of the data printed on 
the standard IRS version of each respective form), to prepare a tax return" (page 18 of 
Applicant's response) Applicant also argues that the corresponding structure from the 
specification should be read into the claims written in means-plus-function format (page 
19 of Applicant's response). However, the Examiner's rejections and responses to 
Applicant's arguments have reiterated that Applicant's intended scope of the invention is 
ambiguous. Applicant continues to argue that the prior art does not automate the 
recited steps of the claimed invention; however, the Examiner has had difficulty 
ascertaining the level of automation envisioned by the Applicant at the time of the 
earliest effective filing date. Automation of a method does not inherently preclude any 
human intervention. The specification and claim language are so vague that the 
Examiner cannot assess the true metes and bounds of the invention because the 
Applicant has not pointed out clear-cut claim language that is supported by the original 
disclosure and fully explains the intended level of automation. Merely using a computer 
to transmit data is an automatic form of transmitting data. Barring a specific teaching of 
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the prevention of human inten/ention as part of the transmission process, a human is 
not precluded from interacting with or somehow facilitating the transmission. Applicant's 
arguments have seemed to assert the contrary. The Applicant has continuously argued 
what the invention is not, yet the Applicant has yet to fully explain what the invention is, 
as supported by the specification. Consequently, the Examiner has looked toward both 
the claim language and the specification for clarification. Due to the vague and 
indefinite nature of the claims, appropriate rejections have been applied under 35 
U.S.C. § 1 12, 2"^ paragraph. Since the specification has failed to provide clarification 
for the ambiguities in the claims, corresponding rejections have been applied under 35 
U.S.C. § 112, 1^' paragraph as well. 

Applicant argues that, since manual input and communication of data among 
multiple software modules are required in Beamer to ultimately file a tax return, Beamer 
does not disclose the electronic and automatic receipt of tax data and preparation of a 
tax return thereof (pages 20-35 of Applicant's response). The Examiner respectfully 
disagrees. In paragraphs 3, 4, 6, 15, 16, 23, and 26, Beamer describes how the tax 
preparation software, e.g., MaclnTax, can electronically connect to and download 
relevant financial information from a bank via a home accounting program, e.g.. Dollars 
& Sense. This downloaded information is used to assist in completing one's tax return 
("It's W-2 Time" explains the capabilities of MaclnTax in more detail, thereby further 
supporting this assertion). Use of software executed by a computer to perform tax 
computations for preparing a tax return is indicative of electronic and automatic 
performance of these computations. In other words, the computer is an electronic 
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device that automates such computations as opposed to performing the calculations 
completely manually by a human. Both Applicant's specification as well as the claimed 
invention lack specific details to preclude the electronic and automatic receipt of tax 
data and preparation of a tax return thereof from involving any sort of manual input or 
communication of data among various software modules; therefore, this argument is 
non-persuasive. 

The Examiner would also like to emphasize that the most relevant excerpt from 
Applicant's specification explains the extent of human intervention as follows: 

In FIG. 2, the electronic links 32-37 can be provided in 
a number of ways. Non-limiting examples of electronic 
links used to connect electronically the electronic 
intermediary and the tax data providers include: a 
general purpose computer electronically connected to 
telephone communication equipment using, for example, a 
modem or to an electronic data network, such as the 
Internet; or a computer-readable medium for transferring 
and receiving the tax data. 

Non-limiting examples of the tax data electronically 
collected from the tax data providers include the following: a 
payroll statement, a bank statement a savings and loan 
statement, a mortgage statement, a credit card bureau 
statement, a thrift institution statement, a brokerage account 
statement, a mutual fund statement, or a charity statement... 

Hence, with the electronic collection of tax data as in 
step 12, the invention eliminates the current requirement 
that a taxpayer manually collect the tax data, eliminates 
the current requirement that a taxpayer manually enter 
such tax data onto a tax return or into a computer, and 
eliminates the need for all, or virtually all, intermediate 
hard copies of tax data, thereby saving paper, time, and 
cost 

In step 13, the electronic intermediary processes the 
tax data obtained electronically from the tax data providers in 
step 12. In the present invention, step 13 can be 
implemented using a computer program similar to the 
computer programs currently available in the market 
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place, such as TurboTax, which is a registered 
trademark of Intuit, Inc. Although step 13 can be 
implemented with current technology, the current technology 
requires that the tax data and other information relevant to 
the taxpayer be inputted manually. With the present 
invention, this information is obtained as described above in 
steps 11 and 12. {Emphasis added, Page 12, line 17 through 
page 14, line 12 of the specification) 

There is no mention of the instant invention being limited to a single software 
module. As a matter of fact, the non-limiting examples of an electronic link include "a 
computer-readable medium for transferring and receiving the tax data." This is merely a 
floppy disk or CD containing the tax data, which also raises the question of whether or 
not a human can intervene at all in the collection of tax data. Furthermore, the instant 
invention is described as being implementing using existing software, such as 
TurboTax® (which is a software product of Intuit, Inc.). The demarcation between one 
off-the-shelf software program being integrated Into another piece of software that 
performs the alleged novel steps of the instant Invention are not made clear by the 
specification. The extent of true automation is equally unclear. By eliminating "the 
current requirement that a taxpayer manually collect the tax data,... the current 
requirement that a taxpayer manually enter such tax data onto a tax return or into a 
computer, and. ..the need for all, or virtually all, intennediate hard copies of tax data" 
(page 13, lines 14-17 of the specification), does this imply that the human does not even 
need to press a button requesting that tax data be downloaded? Or can the human 
indicate (e.g., via selection of a data source using a mouse) from where to collect data 
and then press "go" to initiate data transfer? What is the extent of "automatic"? This 
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question is especially interesting in light of the use of off-the-shelf software (such as 
TurboTax®), which admittedly requires some form of manual input. The specification 
does not render a clear picture of the intended metes and bounds of any claim details 
relating to the automatic collecting and processing of tax data. Clearly, Beanier 
discloses that the tax preparation software, e.g., MaclnTax. can electronically connect 
to and download relevant financial information from a bank via a home accounting 
program, e.g.. Dollars & Sense (HH 3, 4, 6, 15, 16, 23, 26). This downloaded 
information is used to assist in completing one's tax return. Use of software executed 
by a computer to perform tax computations for preparing a tax return is indicative of 
electronic and automatic performance of these computations. In other words, the 
computer is an electronic device that automates such computations as opposed to 
performing the calculations completely manually by a human; "It's W-2 Time" expressly 
states that MaclnTax performs all tax calculations on the computer (H^ 3, 1 1 ), i.e., 
automatically and electronically. 

Applicant argues that Beamer's collected data is not the same as the recited tax 
data (pages 35-37 of Applicant's response). The Examiner respectfully disagrees. 
Beamer discloses that the tax preparation software, e.g., MaclnTax, can electronically 
connect to and download relevant financial information from a bank via a home 
accounting program, e.g., Dollars & Sense (Till 3, 4. 6, 15, 16, 23, 26). This downloaded 
information is used to assist in completing one's tax return. Completion of an IRS tax 
form is expressly disclosed by Beamer; therefore, by using data downloaded from a 
bank to complete the IRS tax form, said data qualifies as tax data since it provides 
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■ information that is required to complete one's tax return. Beamer ultimately utilizes the 
downloaded bank statement information to electronically prepare a tax retum, thereby 
addressing both the spirit and literal interpretation of the claimed invention. 
Furthermore, Applicant's independent claims recite "collecting electronically tax data 
from said tax data provider." Since the collected tax data is not referred to as "said tax 
data," it is not necessarily required that the collected tax data be the type of tax data 
expressly recited as possessed by the tax data provider. 

In conclusion, Applicant's arguments are deemed to be non-persuasive and the 
art rejection is maintained. 

/'' 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
rhaking and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 21-68 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Independent claims 21 , 29, 37, 45, 53, and 61 recite the step of electronically 
collecting tax data from a tax data provider. It is not clear how this electronic collection 
of data is performed. Claims 24-26, 32-34, 40-42, 48-50, 56-58, and 64-66 limit the 
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recited tax data to "tax data correspond[ing] to at least one item of tax liability reported 
on at least one of Internal Revenue Service (1RS') form, a state form, a local form, and 
a foreign tax form." "wherein said IRS form comprises one of an IRS Form 1040, an IRS 
Form 1040EZ, an IRS Form W-2, an IRS Form 1098, and an IRS Form 1099." It is not 
clear whether this limitation is meant to be a positive recitation of actively reporting data 
on an Internal Revenue Service ("IRS"), state, local, or foreign tax form or whether the 
limitation provides a mere clarification of the tax data as being the type of data that one 
would typically find reported on an Internal Revenue Service ("IRS"), state, local, or 
foreign tax form. In other words, do the claims require that the tax data expressly be 
reported and, if so. to whom? If Applicant submits that the intended scope of these 
claims necessitates an active reporting of the tax data on one of the recited forms, what 
is the extent of the data reported? In other words, does Applicant's invention report the 
actual image data or an OCR version of the contents of an entire W-2, 1098, or 1099 
form or merely any data that would typically be found on each of the respective forms 
and used for tax reporting purposes? Once the tax data is received electronically from 
a tax data provider, how does the means for preparing electronically an electronic return 
know how to manipulate such data to perform the proper calculations necessary to 
complete the electronic tax return? The specification provides limited explanation 
beyond the fact that W-2, 1098, and 1099-related data may be downloaded to 
automatically prepare an electronic tax return. Based on the disclosure in the 
specification, the Examiner interprets the claim scope as embodying any means/method 
for transferring data typically gleaned from a W-2, 1099, and 1098 form, in any format 
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(and not necessarily inclusive of all of the data printed on the standard IRS version of 
each respective fbrnn), to prepare a tax return. If Applicant asserts a different 
interpretation, then proper support from the specification should be provided. 

Also ambiguous is the intended scope of the phrase "tax data correspond[ing] 
to..." recited in claims 24, 32, 40, 48, 56, and 64. Does the word "corresponding" imply 
that the tax data is expressly limited to data values printed directly on one of the various 
recited tax forms or merely that the tax data is somehow related to other infonnation 
that is printed on one of the various recited tax forms? This is especially confusing 
because the specification never mentions these particular types of forms or even that 
data reported on IRS, state, local, and foreign tax forms perse is expressly used as part 
of the intended invention. Pages 9-10 and 13 of the specification provide various 
examples of tax data providers (including employers, banks, mortgage institutions, and 
federal, state, local, and foreign taxing authorities) and various examples of tax data 
(including a payroll statement, bank statement, mortgage statement, and charity 
statement); however, neither excerpt addresses the details of specific tax forms from 
which tax data is directly garnered. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
clainiing the subject matter which the applicant regards as his invention. 

8. Claims 21-68 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Independent claims 21, 29, 37, 45, 53, and 61 recite the step of electronically 
collecting tax data from a tax data provider. It is not clear how this electronic collection 
of data is performed. Claims 24-26, 32-34, 40-42. 48-50, 56-58, and 64-66 limit the 
recited tax data to "tax data correspond[ing] to at least one item of tax liability reported 
on at least one of Internal Revenue Service ('IRS') form, a state form, a local form, and 
a foreign tax form," "wherein said IRS form comprises one of an IRS Form 1040, an IRS 
Form 1040EZ. an IRS Form W-2, an IRS Form 1098, and an IRS Form 1099." It is not 
clear whether this limitation is meant to be a positive recitation of actively reporting data 
on an Internal Revenue Service ("IRS"), state, local, or foreign tax form or whether the 
limitation provides a mere clarification of the tax data as being the type of data that one 
would typically find reported on an Internal Revenue Service ("IRS"), state, local, or 
foreign tax form. In other words, do the claims require that the tax data expressly be 
reported and, if so, to whom? If Applicant submits that the intended scope of these 
claims necessitates an active reporting of the tax data on one of the recited forms, what 
is the extent of the data reported? In other words, does Applicant's invention report the 
actual image data or an OCR version of the contents of an entire W-2, 1098, or 1099 
form or merely any data that would typically be found on each of the respective forms 
and used for tax reporting purposes? Once the tax data is received electronically from 
a tax data provider, how does the means for preparing electronically an electronic return 
know how to manipulate such data to perform the proper calculations necessary to 
complete the electronic tax return? The specification provides limited explanation 
beyond the fact that W-2, 1098, and 1099-related data may be downloaded to 
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automatically prepare an electronic tax return. Based on the disclosure in the 
specification, the Examiner interprets the claim scope as embodying any means/method 
for transferring data typically gleaned from a W-2, 1099, and 1098 form, in any fomiat 
(and not necessarily inclusive of all of the data printed on the standard IRS version of 
each respective fomn), to prepare a tax return. If Applicant asserts a different 
interpretation, then proper support from the specification should be provided. 

Also ambiguous is the intended scope of the phrase "tax data correspond[ing] 
to..." recited in claims 24, 32, 40, 48, 56, and 64. Does the word "corresponding" imply 
that the tax data is expressly limited to data values printed directly on one of the various 
recited tax forms or merely that the tax data is somehow related to other information 
that is printed on one of the various recited tax forms? This is especially confusing 
because the specification never mentions these particular types of forms or even that 
data reported on IRS, state, local, and foreign tax forms perse is expressly used as part 
of the intended invention. Pages 9-1 0 and 13 of the specification provide various 
examples of tax data providers (including employers, banks, mortgage institutions, and 
federal, state, local, and foreign taxing authorities) and various examples of tax data 
(including a payroll statement, bank statement, mortgage statement, and charity 
statement); however, neither excerpt addresses the details of specific tax forms from 
which tax data is directly garnered. 

Appropriate correction and/or clarification is required. 
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Claim Rejections - 35 USC § 102 

9, The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

10. Claims 21. 22. 24. 29. 30. 32. 37. 38. 40. 45. 46. 48. 53. 54. 56. 61. 62. and 64 
are rejected under 35 U.S.C. 102(b) as being anticipated by the integration of MaclnTax 
with Dollars & Sense, as disclosed in Beamer ("A Marriage of Convenience") and further 
supported by the disclosure of the article, "Ifs W-2 Time." In accordance with MPEP . 
2131.01, "It's W-2 Time" is cited as part of the rejection under § 1 02 to show various 
characteristics of MaclnTax that are deemed to be inherent to the version of MaclnTax 
described in Beamer. Beamer was published in March 1987 while "It's W-2 Time" was 
published on February 9, 1987 (within one month of each other and. incidentally, during 
the traditional tax season in the United States), thereby further supporting the 
Examiner's assertion that Beamer and "It's W-2 Time" describe features of the same 
version of MaclnTax. 

The integration of MaclnTax with Dollars & Sense discloses a computer-readable 
medium embodying a computer program for automatic tax data collection by an 
electronic intermediary, said computer program comprising code segments for: 
[Claim 21] connecting electronically said electronic intermediary to a tax data 
provider (Beamer: 3, 4, 6, 15, 16, 23, 26 ~ The tax preparation software, e.g., 
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MaclnTax, can electronically connect to and download relevant financial information 
from a bank via a home accounting program, e.g., Dollars & Sense); 

collecting electronically tax data from said tax data provider, wherein said tax 
data is taxpayer specific tax data (Beamer: ^fl 3, 4, 6, 15, 16, 23, 26 - The tax 
preparation software, e.g., MaclnTax, can electronically connect to and download 
relevant financial information from a bank via a home accounting program, e.g., Dollars 
& Sense. This downloaded information is used to assist in completing one's tax return); 

processing electronically said tax data collected electronically from said tax data 
provider to obtain processed tax data (Beamer: 3, 4, 6, 1 5, 16, 23, 26 - The tax 
preparation software, e.g., MaclnTax, can electronically connect to and download 
relevant financial information from a bank via a home accounting program, e.g., Dollars 
& Sense. This downloaded information is used to assist in completing one's tax return. 
Use of software executed by a computer to perform tax computations for preparing a tax 
return is indicative of electronic and automatic performance of these computations. In 
other words, the computer is an electronic device that automates such computations as 
opposed to perfomriing the calculations completely manually by a human; "It's W-2 
Time" expressly states that MaclnTax performs all tax calculations on the computer (UU 
3, 11)); and 

preparing electronically an electronic tax return using said processed tax data 
(Beamer: IflJ 3, 4, 6, 15, 16, 23, 26 - The tax preparation software, e.g., MaclnTax, can 
electronically connect to and download relevant financial information from a bank via a 
home accounting program, e.g.. Dollars & Sense. This downloaded information is used 
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to assist in connpleting one's tax return. Use of software executed by a computer to 
perform tax computations for preparing a tax return is indicative of electronic and 
automatic performance of these computations. In other words, the computer is an 
electronic device that automates such computations as opposed to performing the 
calculations completely manually by a human; "It's W-2 Time" expressly states that 
MaclnTax performs all tax calculations on the computer (HIJ 3, 11)); 
[Claim 22] wherein said taxpayer specific tax data comprises taxpayer specific data 
related to tax liability (Beamer: H^j 3, 4, 6,15,1 6, 23, 26); 

[Claim 24] wherein said taxpayer specific tax data corresponds to at least one item of 
tax liability reported on at least one of an Internal Revenue Service ("IRS") form, a state 
form, a local form, and a foreign tax form (Beamer: 3, 4, 6, 15, 16, 23, 26 - The tax 
preparation software, e.g., MaclnTax, can electronically connect to and download 
relevant financial information from a bank via a home accounting program, e.g., Dollars 
& Sense. This downloaded information is used to assist in completing one's tax return. 
Completion of an IRS tax form is expressly disclosed by Beamer; therefore, by using 
data downloaded from a bank to complete the IRS tax form, said data qualifies as at the 
very least "tax data corresponding to data reported on an Internal Revenue Service 
("IRS") tax form"). 

[Claims 29, 30, 32] Claims 29, 30, and 32 recite limitations already addressed by the 
rejection of claims 21, 22, and 24 above; therefore, the same rejection applies. 
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[Claims 37, 38, 40] Claims 37. 38, and 40 recite limitations already addressed by the 
rejection of claims 21 , 22, and 24 above; therefore, the same rejection applies. 

The integration of MaclnTax with Dollars & Sense discloses a computer-readable 
medium embodying a computer program for automatic tax data collection by an 
electronic intermediary, said computer program comprising code segments for: 
[Claim 45] connecting electronically a tax data provider to said electronic 
intermediary (Beamer: Iffl 3, 4, 6, 15, 16, 23, 26 - The tax preparation software, e.g., 
MaclnTax, can electronically connect to and download relevant financial information 
from a bank via a home accounting program, e.g., Dollars & Sense); and 

providing electronically tax data from said tax data provider to said electronic 
intermediary, wherein said tax data is taxpayer specific tax data (Beamer: Tflj 3, 4, 6, 15, 
16, 23, 26 The tax preparation software, e.g., MaclnTax, can electronically connect to 
and download relevant financial information from a bank via a home accounting 
program, e.g., Dollars & Sense. This downloaded information is used to assist in 
completing one's tax return); 

wherein said electronic intermediary processes electronically said tax data 
collected electronically from said tax data provider to obtain processed tax data 
(Beamer: inj 3, 4, 6, 15, 16, 23, 26 - The tax preparation software, e.g., MaclnTax, can 
electronically connect to and download relevant financial information from a bank via a 
home accounting program, e.g.. Dollars & Sense. This downloaded information is used 
to assist in completing one's tax return. Use of software executed by a computer to 



Application/Control Number: 10/782,977 Page 18 

Art Unit: 3623 

perform tax computations for preparing a tax return is indicative of electronic and 
automatic performance of these computations. In other words, the computer is an 
electronic device that automates such computations as opposed to performing the 
calculations completely manually by a human; "It's W-2 Time" expressly states that 
MaclnTax performs all tax calculations on the computer (HTj 3, 1 1 )); and 

wherein said electronic intermediary prepares electronically an electronic tax 
return using said processed tax data (Beamer: 3, 4, 6, 15, 16, 23, 26 The tax 
preparation software, e.g., MaclnTax, can electronically connect to and download 
relevant financial information from a bank via a home accounting program, e.g.. Dollars 
& Sense. This downloaded information is used to assist in completing one's tax return. 
Use of software executed by a computer to perform tax computations for preparing a tax 
return is indicative of electronic and automatic performance of these computations. In 
other words, the computer is an electronic device that automates such computations as 
opposed to performing the calculations completely manually by a human; "It's W-2 
Time" expressly states that MaclnTax performs all tax calculations on the computer (^H 
3.11)); 

[Claim 46] wherein said taxpayer specific tax data comprises taxpayer specific data 
related to tax liability (Beamer: 3, 4, 6. 15. 16. 23, 26); 

[Claim 48] wherein said taxpayer specific tax data corresponds to at least one item of 
tax liability reported on at least one of an Internal Revenue Service ("IRS") form, a state 
form, a local form, and a foreign tax form (Beamer: 3, 4, 6, 15, 16, 23, 26 - The tax 
preparation software, e.g., MaclnTax, can electronically connect to and download 



Application/Control Number: 10/782,977 Page 19 

Art Unit: 3623 

relevant financial information from a bank via a home accounting program, e.g.. Dollars 
& Sense. This downloaded information is used to assist in completing one's tax return. 
Completion of an IRS tax fomri is expressly disclosed by Beamer; therefore, by using 
data downloaded from a bank to complete the IRS tax.form, said data qualifies as at the 
very least "tax data corresponding to data reported on an Internal Revenue Service 
("IRS") tax form"). 

[Claims 53, 54, 56] Claims 53, 54, and 56 recite limitations already addressed by the 
rejection of claims 45, 46, and 48 above; therefore, the same rejection applies. 
[Claims 61 , 62, 64] Claims 61 , 62, and 64 recite limitations already addressed by the 
rejection of claims 45, 46, and 48 above; therefore, the same rejection applies. 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made, 

12. Claims 23, 25-28, 31 , 33-36, 39, 41-44, 47, 49-52, 55. 57-60, 63, and 65-68 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over the integration of MaclnTax 
with Dollars & Sense, as disclosed in Beamer ("A Marriage of Convenience") and further 
supported by the disclosure of the article, "It's W-2 Time", as applied to claims 21, 24, 
29, 32, 37, 40, 45, 48. 53, 56, 61 . and 64 above. 
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[Claims 23, 25, 26] Beamer teaches the download of bank accx)unt-related tax data 
from a bank for use in electronically preparing and filing a tax return (Beamer: 3, 4, 6, 
15, 16, 23, 26). Beamer does not expressly teach that the bank account-related tax 
data is downloaded as data corresponding to an IRS Form 1099 perse; however. 
Official Notice is taken that it is old and well-known in the art of United States tax returns 
that the IRS Form 1099 summarizes information from a bank that a taxpayer needs to 
complete his/her tax return(s). For example, one version of the IRS Form 1099 includes 
data such as taxable interest earned on a bank account, i.e., information typically found 
on a bank statement. Beamer does not expressly teach that the downloaded tax data is 
expressly printed on an IRS Form 1040. 1040EZ. W-2, 1098, or 1099; however. Beamer 
clearly lays the groundwork for electronically downloading tax-related data, such as 
bank statement data (i.e., data that is typically listed on an IRS Form 1099), and then 
using this data for automatically and electronically performing the calculations 
necessary to file an electronic tax return. The Examiner asserts that it is extremely old 
and well-known in the art of tax filing that, similar to the IRS Form 1099, the IRS Forms 
1040, 1040EZ, W-2, and 1098 also contain information that is necessary for many 
taxpayers in the United States to completely fill out their tax returns. Since Beamer's 
disclosure describes software that aims to automate much of the tax data collection and 
tax return preparation and filing process, the Examiner asserts that one of ordinary skill 
in the art at the time of Applicant's invention would have found it obvious and been 
motivated to modify the software disclosed by Beamer to download data gleaned 
directly from a taxpayer's IRS Fornris 1040, 1040EZ, W-2 (which includes income and 
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wages data), 1098, and/or 1099 (which includes interest data) in order to more quickly 
and efficiently enable a taxpayer to automate the entire tax data collection and tax 
return preparation and filing process, especially since the taxpayer may already do so 
with bank statements, thereby reaping the benefits disclosed in Beamer. 
[Claims 27, 28] As per claims 27 and 28, Beamer teaches means for connecting 
electronically an electronic intermediary to a tax data provider using an electronic link 
and means for collecting electronically tax data from said tax data provider using an 
electronic link, wherein the electronic link is an electronic data network (UTI 3, 4, 6, 15, 
16, 23, 26 - The tax preparation software, e.g., MaclnTax, can electronically connect to 
and download relevant financial information from a bank via a home accounting 
program, e.g., Dollars & Sense). Beamer does not expressly teach that this electronic 
data network is the Internet nor that tax data is collected via electronic mail; however, 
Official Notice is taken that it was old and well-known in the art of communications at 
the time of Applicant's invention to utilize the Internet and electronic mail for remote 
electronic data communications. The Internet and electronic mail both facilitate quick, 
efficient, and relatively inexpensive communications among remotely (even globally) 
located entities. Since Beamer's bank from which a taxpayer electronically downloads 
tax-related bank statement information is likely located remotely from the taxpayer, the 
Examiner asserts that it would have been obvious to one of ordinary skill in the art at the 
time of Applicant's invention to adapt Beamer to perform its downloads of bank 
statements via the Internet and/or electronic mail in order to facilitate quick, efficient. 
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and relatively inexpensive communications among banks and taxpayers who are 
remotely (even globally) located. 



[Claims 31 , 33-36] Claims 31 and 33-36 recite limitations already addressed by the 
rejection of claims 23 and 25-28 above; therefore, the same rejection applies. 
[Claims 39, 41-44] Claims 39 and 41-44 recite limitations already addressed by the 
rejection of claims 23 and 25-28 above; therefore, the same rejection applies. 
[Claims 47, 49-52] Claims 47 and 49-52 recite limitations already addressed by the 
rejection of claims 23 and 25-28 above; therefore, the same rejection applies. 
[Claims 55, 57-60] Claims 55 and 57-60 recite limitations already addressed by the 
rejection of claims 23 and 25-28 above; therefore, the same rejection applies. 
[Claims 63, 65-68] Claims 63 and 65-68 recite limitations already addressed by the 
rejection of claims 23 and 25-28 above; therefore, the same rejection applies. 

Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
6733. The examiner can normally be reached on Monday-Friday, 1 0 am - 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Susanna M. Diaz 
Primary Examiner 
Art Unit 3623 

December 19, 2005 



